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Final rejection 

Acknowledgement of the terminal disclaimer applied on 12/20/05 is hereby made 
and the double patenting rejection issued on the final rejection sent on 9/21/05 
withdrawn. The terminal disclaimer has overcome the final rejection. 

As a preliminary matter, the final rejection given in this action is a result of new 
search and necessitated by the amended claims in the past from their originally 
presented form. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 3-9 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Inoue et al (5,449.948). 

As for claims 3,4,8,9, the patent discloses the following: 

ABSTRACT: 

Integrated circuit devices, chips and methods of making and operating them are disclosed. The devices 
are specially adapted for high frequency operation e.g. at or above 1 GHz. Inductive noise caused by 
switching at these frequencies--and which can interfere with switching-is inhibited by using a large 
bypass capacitor connected between power and ground connections outside the chip, and a small 
bypass capacitor connected between the same power and ground connections but formed inside the 
chip. The smaller capacitor cuts noise attributable to the wiring between the larger capacitor and the chip. 
The chip can have many of the smaller capacitors, even one or more per gate. In the preferred 
embodiments, the small capacitors from power and ground bonding pads are formed at the front surface 
of the chip substrate.' 
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From the Abstract, it is clear there exists an inductive noise eliminating system 
associated with a chip, the noise eliminating devices being capacitors having power 
terminals connected to the power supply in the circuit and ground terminals to the 
ground power of the circuit. Although the abstract teaches that the large capacitor may 
be formed outside the chip and the small capacitor inside the chip, it, however, provides 
important Information in that two capacitors are used at least in this embodiment. 
Furthermore, an alternate embodiment is provided such that " The chip can have many 
of the smaller capacitors, even one or more per gate. In the preferred embodiments, the 
small capacitors from power and ground bonding pads are formed at the front surface of 
the chip substrate ." thereby asserting that such capacitors can be formed at the 
surface of the chip. This structural configuration may be apparent from figure 15 where 
the capacitors were built on the surface of the chip. The following is what the inventor 
taught to that effect: 

A plurality of individual capacitors C1-C6 are provided at the chip surface, separated from wiring line 34 
by low-permittivity layer 33 and positioned adjacent but not connected to terminals 94. In this 
embodiment, the ground capacitor electrodes are the innermost ones, unlike the previous embodiments. 
Furthermore, although as seen in the figure the lower electrodes 92 appear to be separate, they are in 
fact joined in common by a connection, which passes round the terminals 94 and does not show because 
of the section taken. The power electrodes 90, at the surface, are separate. The low-permittivity layer 33 
is provided because, as in the first and second embodiments, the capacitors have been formed over a 
region of substrate including internal circuitry. 

In light of those teachings, it is clear that the following issues are most relevant to 
this application: 

a) the fact that there are capacitors (at least two) in the prior art that are used to reduce 
inductive noise associated with chip circuitry. 

b) the fact that the capacitors can be formed on the surface of the chip and having their 
power terminals connected to the power supply and their ground terminals to the ground 
power supply of the circuit. 
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The prior art therefor teaches all subject matter except said " guiding devices" 
in such a way the claimed invention presents them to be. However, those devices are 
found to be wiring structures that connect the power and ground terminals of the 
capacitors to the power supply terminals. Therefore, it would have been obvious to one 
skilled in the art to safely conclude that the prior art structure also uses wires to 
maintain the same connections between capacitive terminals and power supply 
terminals and that regardless of the terminology used for those wirings, the wires serve 
similar purposes as that in the claimed invention to be classified as power guiding 
devices based on the applicant' s definition of the wiring structures. 

As for claim 5, metal conductors maintain the power interconnections of the prior 
art circuit. 

As for claims 6, 7, "product by process" claims are directed to the product per 
se, no matter how actually made, In re Hirao, 190 USPQ 15 at 17 (footnote 3). See also 
In re Brown, 173 USPQ 685 and In re Thorpe, 227 USPQ 964, 966. Therefore, the way 
the product was made does not carry any patentable weight as long as the claims are 
directed to a device. Further, note that the applicant has the burden of proof in such 
cases, as the above case law makes clear. Also see MPEP 21 13. 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
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mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Fetsum Abraham whose telephone number is: 571-272- 
191 1. The examiner can normally be reached on 8:00 - 18:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nathan J Flynn can be reached on 571-272-1915. 




